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DETAILED ACTION 
Response to Arguments 

The Examiner has carefully considered arguments presented by applicant and 
applicant's representative. 

1 . In light of the amendments to claim 6, the 35 USC 1 1 2, second paragraph 
rejection is withdrawn. 

2. In response to applicant's argument that "Berstis discloses a multi-user video 
hard disk recorder for recording and replaying television programs. This is totally 
remote from the technical field of machine tools and 'machine tool programs.' 
Moreover, Berstis provides no teaching of how to solve the noted problems in the 
technical field of machine tools," a recitation of the intended use of the claimed invention 
must result in a structural difference between the claimed invention and the prior art in 
order to patentably distinguish the claimed invention from the prior art. If the prior art 
structure is capable of performing the intended use, then it meets the claim. 

3. Applicant argues "regarding claims 4 and 5, since these are dependent from 
claim 1 and Arnold does not teach what is missing in Berstis since it relates to an 
apparatus and method for the secure distribution of software, software updates and 
configuration and not 'machine tools' or 'machine tool programs'" (page 7 of 
REMARKS). 
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The Examiner disagrees. Berstis teaclies a data processing unit (Fig 1A, 102 
and Fig 2) and further teaches "Referring now to FIG. 2, a blocl< diagram of the major 
components of data processing unit 102 in accordance with a preferred embodiment of 
the present invention is portrayed. As with conventional personal computers, data 
processing unit 102 includes... Memory 206 includes read only memory (ROM) 206a 
containing a basic input/output services (BIOS) routine and may include cache memory 
and/or video RAM" (col 4, lines 57-67). 

The Examiner believes the data processing unit meets the "machine tools" & 
"machine tool programs" and its recitation of the intended use of the claimed invention 
must result in a structural difference between the claimed invention and the prior art in 
order to patentably distinguish the claimed invention from the prior art. If the prior art 
structure is capable of performing the intended use, then it meets the claim. 

4. Applicant argues the amended limitations to claim 1 which specifically recites the 
device inherent password is "inherent to the machine tool program unauthorized-use 
preventing device and set by a manufacturer of the machine tool program unauthorized- 
use preventing device" and believes the essential features of the amended "processing 

section" are silent in Berstis. 

5. The Examiner disagrees. Berstis clearly states the following: 
"Referring back to FIG. 3, the master user enters the new user's name and 
selects a password for the new user (step 316). Rather than setting a 
password, a variety of security controls may be used for each user in the 
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system. As discussed above, these security controls may include a smart 
card for each user, or some other type of security mechanism" (col 7, lines 
43-49). 

One of ordinary skill in the art would appreciate that at the time smart cards are 
manufactured, they are designed to be compatible with their respective set-top- 
boxes/readers and may contain sensitive information. In this case, Berstis teaches 
embedding the password in a hardware device, e.g. a smart card. It is well known that 
smart cards can be inserted into a smart card reader, in this case, data processing unit 
102. 

However, in the alternative, the Examiner has updated the search of the prior art 
and presents explicit teachings and motivation in the prior art for the amended 
limitations. The Examiner notes that the introduction of new prior art, Panjwani et al 
(U.S. Pat Pub 2002/0018569 Al), as been necessitated by applicant's amendment to 
the claims. 

Applicant's arguments with respect to claim 1 have been considered but are moot 
in view of the new ground(s) of rejection. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that form 
the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 1 22(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
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applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

6. Claims 1-3 and 6-9 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Berstis (U.S. Pat 6564005 B1), hereinafter referred to as Berstis. 

Re claim 1 : Berstis teaches a machine tool program unauthorized-use preventing 
device comprising: 

a storage section [Fig 2, elt 220] for storing various optional operation machine 
tool programs in a machine tool (col 5, lines 53-55); 

a display section [Fig 1A, elt 105] (col 3, lines 31-32) for displaying a first 
program-selection image [Fig 3, elt 310; Fig 4: "Master User Menu"] and a second 
program-selection image [Fig 7, elt 410; Fig 8: "User Menu"] (col 7, lines 23-30; col 8, 
lines 9-14), separately from each other (Fig 4, Fig 8; only one of the "Master User 
Menu" or "User Menu" can be displayed at any one time; Fig 4 and Fig 8 are clearly 
distinct), a desired one of said operation programs being allowed to be selected on 
respective first (Fig 4: "Master User Menu;" col 7, lines 25-30) and second program- 
selection images (Fig 8: "User Menu;" col 8, lines 11-14); and 
a processing section [Fig 1A, elt 102] for processing to read out (col 3, lines 31-32), 
when a device inherent password [master user password] inherent to the machine tool 
program unauthorized-use preventing device and set by a manufacturer of the machine 
tool program unauthorized-use preventing device (col 7, lines 43-49) is input (Fig 3, elts 
302 & 304; col 7, lines 14-16), said desired operation program selected on said first 
program-selection image from said storage section (col 5, lines 53-55; col 7, lines 23-35 
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and lines 43-46) and bring said desired operation program into a usable state (col 31- 
35: the "New user Menu" is shown), while to read out, when a machine-tool inherent 
password [user password] different from said device inherent password, inherent to the 
machine tool, into which the machine tool program unauthorized-use preventing device 
is installed, and set by a manufacturer of the machine tool (col 7, lines 43-49), is input 
(Fig 7, elts 402 & 404; col 8, lines 5-8), said desired operation program selected on said 
second program-selection image from said storage section (col 5, lines 53-55; col 8, 
lines 21-22) and bring said desired operation program into a usable state (col 8, lines 
15-21). 

Re claim 2 : Berstis further teaches said storage section includes a program 
storage area for storing said various optional operation programs and an image storage 
area for storing said first and second program-selection images (col 5, line 53-55; col 6, 
lines 28-35 and lines 38-40); and 

wherein said processing section processes to read out (col 3, lines 31-32), when 
said device inherent password [master user password] is input (Fig 3, elts 302 & 304; 
col 7, lines 14-16), said first program-selection image from said image storage are (col 
5, lines 53-55; col 7, lines 23-35 and lines 43-46) and make said display section display 
said first program-selection image (Fig 3, elt 310; col 7, lines 23-30), while to read out 
(col 3, lines 31-32), when said machine-tool inherent password [user password] is input 
(Fig 7, elts 402 & 404; col 8, lines 5-8), said second program-selection image from said 
image storage area and make said display section display said second program- 
selection image (Fig 7, elt 410; col8, lines 9-13). 
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Re claim 3 : Berstis furtlier teaclnes wherein said processing section processes to 
bring, when selection of said operation program is performed respectively on said first 
and second program-selection images, only said desired operation program selected on 
said second program-selection image into a usable state (col 6, lines 54-65). 

Re claim 6 : Berstis further teaches said first and second program-selection 
images have an image configuration identical to each other (Fig 4 and Fig 7 have a 
menu title name and a plurality of options for the user from which he/she may choose). 

Re claim 7 : Berstis further teaches configured to be incorporated into a numerical 
control device (col 5, lines 2-5; col 11, lines 17-20). 

Re claim 8 : Berstis further teaches each of said first and second program- 
selection images displays a list of program names of said various optional machine tool 
operation programs (Figures 4, 5, 6 and 8 all show various menus). 

Re claim 9 : Berstis further teaches said second program-selection image is 
prepared by the manufacturer of the machine tools (col 5, lines 53-55). 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or deschbed as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claim 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over Berstis 
(U.S. Pat 6564005 B1), hereinafter referred to as Berstis, in view of Panjwani (U.S. Pat 
Pub 2002/0018569 A1), hereinafter referred to as Panjwani. 
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Re claim 1 : Berstis teaches a machine tool program unauthorized-use preventing 
device (see above). Panjwani teaches: a device inherent password inherent to the 
machine tool program unauthorized-use preventing device and set by a manufacturer of 
the machine tool program unauthorized-use preventing device and said device inherent 
password, inherent to the machine tool, into which the machine tool program 
unauthorized-use preventing device is installed, and set by a manufacturer of the 
machine tool (1|46). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have modified the teachings of Berstis with the teachings of 
Panjwani, for the purpose of preventing modification and protecting data between two 
parties. 

8. Claims 4 and 5 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Berstis (U.S. Pat 6564005 B1), hereinafter referred to as Berstis, in view of Arnold (U.S. 
Pat 5956408 A), hereinafter referred to as Arnold. 

Re claim 4 : Berstis teaches an interface section connectable to an external 
storage unit storing specific data (col 2, lines 31-35); wherein said processing section 
processes, through said interface section, said desired operation program selected on 
said second program-selection image into a usable state (col 10, lines 56-64). 

However, Arnold teaches: to identify a validity (Fig 3, elt 160: digital signature) of 
said specific data (Fig 3, elt 100; col 6, lines 66-67) stored in said external storage unit 
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(col 6, lines 62-65) and bring (Fig 3, elts 140 & 180), only when said specific data are 
judged to be valid (Fig 3, elts 160, 170 & 180; col 7, lines 31-36). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have been modified Berstis to validate external data usable by 
said security device for the purpose of using authenticate data provided on an external 
medium. 

Re claim 5 : Berstis teaches an interface section connectable to an external 
computer in turn connectable to an external storage unit storing specific data (col 2, 
lines 31-35); said desired operation program selected on said second program-selection 
image into a usable state (col 10, lines 56-64). 

However, Arnold teaches: wherein said processing section processes to bring, 
only when said external computer judges said specific data stored in said external 
storage unit (col 6, lines 62-65) to be valid (Fig 3, elts 160, 170 & 180; col 7, lines 31- 
36). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have been modified Berstis to validate external data usable by 
said security device for the purpose of using authenticate data provided on an external 
medium. 

Conclusion 

Examiner's Note: Examiner has cited particular columns and line numbers in the 
references applied to the claims above for the convenience of the applicant. Although 
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the specified citations are representative of the teachings of the art and are applied to 
specific limitations within the individual claim, other passages and figures may apply as 
well. It is respectfully requested from the applicant in preparing responses to fully 
consider the references in entirety as potentially teaching all or part of the claimed 
invention, as well as the text of the passage taught by the prior art or disclosed by the 
examiner. 

In the case of amending the claimed invention, Applicant is respectfully 
requested to indicate the portion(s) of the specification which dictate(s) the structure 
relied on for proper interpretation and also to verify and ascertain the metes and bounds 
of the claimed invention. 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
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the advisory action. In no event, liowever, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to DARREN SCHWARTZ whose telephone number is 
(571 )270-3850. The examiner can normally be reached on 8am-4pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kim Vu can be reached on (571 )272-3859. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

ID. S./ 

Examiner, Art Unit 2435 
/Kimyen Vu/ 

Supervisory Patent Examiner, Art Unit 2435 



